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DETAILED ACTION 



This is a first office action on the merits of this application. The application is a 
continuation of Application No. 09/259,160, now U.S. Patent No. 6,341,315. Claims 1- 
58 are presented for examination. 



The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

1 . Claims 1 -58 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-42 of U.S. Patent No. 
6,341,315 (hereinafter '315). Although the conflicting claims are not identical, they are 
not patentably distinct from each other for the following reasons. 

In considering claim 1, '315 claim 1 discloses a method for processing a 
command to a SATD through a first router, capable of communicating using a first 
protocol (i.e. "SCSI router," '315 claim 1, lines 1-2), in a network having a first host, 



Double Patenting 



capable of communicating using a second protocol different from the first protocol (i.e. 
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"Fibre Channel network having a plurality of Fibre Channel hosts," '315 claim 1, lines 3- 
4), the method comprising in the first ("SCSI") router: 

Receiving a command from the first host (step (a) of '315 claim 1); 

If the command requires a transfer of data larger than a threshold size, streaming 
the data to the SATD (step (c) of '315 claim 1); and 

If the command requires a data transfer smaller than the threshold size, storing 
the data in one or more memory buffers as they become available and forwarding the 
data to the SATD (step (b) of '315 claim 1). 

Although '315 claim 1 contains additional limitations that do not appear in claim 1 
of the application (such as the use of a SCSI router, Fibre Channel, and a specific 
queuing method), it would have been obvious to a person having ordinary skill in the art 
to omit those extra limitations so that the claimed features could be used in a more 
universal, generic manner. 

In considering claim 2, steps (a) - (I) of the claim are all disclosed in respective 
steps (c)(1)- (c)(1 2) of '315 claim 1. Again, although '315 claim 1 contains additional 
limitations that do not appear in claim 2 of the application (such as SCSI and Fibre 
Channel), it would have been obvious to a person having ordinary skill in the art to omit 
those extra limitations so that the claimed features could be used in a more universal, 
generic manner. 

In considering claim 3, the claim is disclose in '315 claim 2. 
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In considering claim 4, the claim is disclosed in '315 claim 3. 

In considering claim 5, the claim is disclosed in '315 claim 4. 

In considering claim 6, the claim is disclosed in '315 claim 5. 

In considering claim 7, the claim is disclosed in '315 claim 6. 

In considering claim 8, the claim is disclosed in '315 claim 7. 

In considering claim 9, the claim is disclosed in '315 claim 8. 

In considering claim 10, the claim is disclosed in '315 claim 9. 

In considering claim 11, the claim is disclosed in '315 claim 10. 

In considering claim 1 2, the claim is disclosed in '31 5 claim 1 1 . 

In considering claim 13, the claim is disclosed in '315 claim 12. 

In considering claims 14-16, each of these claims is disclosed in lines 1-4 of '315 



In considering claim 17, l 315 claim 14 discloses a method for processing a 
command to a SATD through a first router, capable of communicating using a first 
protocol (i.e. "SCSI router," '315 claim 14, lines 1-2), in a network having a first host, 
capable of communicating using a second protocol different from the first protocol (i.e. 
"Fibre Channel network having a plurality of Fibre Channel hosts," '315 claim 14, lines 
3-4), the method comprising in the first ("SCSI") router: 

Receiving a command from the first host (step (a) of '315 claim 14); 

If the command requires a transfer of data larger than a threshold size, streaming 
the data from the SATD (step (c) of '315 claim 14); and 



claim 1. 
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If the command requires a data transfer smaller than the threshold size, storing 
the data in one or more memory buffers as they become available and forwarding the 
data to the first host (step (b) of '315 claim 14). 

Although '315 claim 14 contains additional limitations that do not appear in claim 
1 7 of the application (such as the use of a SCSI router, Fibre Channel, and a specific 
queuing method), it would have been obvious to a person having ordinary skill in the art 
to omit those extra limitations so that the claimed features could be used in a more 
universal, generic manner. 

In considering claim 18, steps (a) - (k) of the claim are all disclosed in respective 
steps(c)(1)-(c)(11)of'315claim 14. Again, although '315 claim 14 contains additional 
limitations that do not appear in claim 18 of the application (such as SCSI and Fibre 
Channel), it would have been obvious to a person having ordinary skill in the art to omit 
those extra limitations so that the claimed features could be used in a more universal, 
generic manner. 

In considering claim 19, the claim is disclose in '315 claim 15. 
In considering claim 20, the claim is disclosed in '315 claim 16. 
In considering claim 21, the claim is disclosed in '315 claim 17. 
In considering claim 22, the claim is disclosed in '315 claim 18. 
In considering claim 23, the claim is disclosed in '315 claim 19. 
In considering claim 24, the claim is disclosed in '315 claim 20. 
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In considering claim 25, the claim is disclosed in '315 claim 21. 
In considering claim 26, the claim is disclosed in '315 claim 22. 
In considering claim 27, the claim is disclosed in '315 claim 23. 
In considering claims 28-30, each of these claims is disclosed in lines 1-4 of '315 



In considering claim 31, '315 claim 24 discloses a method for processing a 
command to a RATD through a first router, capable of communicating using a first 
protocol (i.e. "SCSI router," '315 claim 24, lines 1-2), in a network having a first host, 
capable of communicating using a second protocol different from the first protocol (i.e. 
"Fibre Channel network having a plurality of Fibre Channel hosts," '315 claim 24, lines 
3-4), the method comprising in the first ("SCSI") router: 

Receiving a command from the first host (step (a) of '315 claim 24); 

If the command requires a transfer of data larger than a threshold size, streaming 
the data to the RATD (step (c) of '315 claim 24); and 

If the command requires a data transfer smaller than the threshold size, storing 
the data in one or more memory buffers as they become available and forwarding the 
data to the RATD (step (b) of '315 claim 24). 

Although '315 claim 24 contains additional limitations that do not appear in claim 
31 of the application (such as the use of a SCSI router, Fibre Channel, and a specific 
queuing method), it would have been obvious to a person having ordinary skill in the art 



claim 14. 
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to omit those extra limitations so that the claimed features could be used in a more 
universal, generic manner. 

In considering claim 32, steps (a) - (m) of the claim are all disclosed in 
respective steps (c)(1) - (c)(13) of '315 claim 24. Again, although '315 claim 24 
contains additional limitations that do not appear in claim 32 of the application (such as 
SCSI and Fibre Channel), it would have been obvious to a person having ordinary skill 
in the art to omit those extra limitations so that the claimed features could be used in a 
more universal, generic manner. 



In 


considering claim 33, the claim 


is disclose in '315 claim 25. 


In 


considering claim 34, the claim 


is disclosed in '315 claim 26. 


In 


considering claim 35, the claim 


is disclosed in '315 claim 27. 


In 


considering claim 36, the claim 


is disclosed in '315 claim 28. 


In 


considering claim 37, the claim 


is disclosed in '315 claim 29. 


In 


considering claim 38, the claim 


is disclosed in '315 claim 30. 


In 


considering claim 39, the claim 


is disclosed in '315 claim 31. 


In 


considering claim 40, the claim 


is disclosed in '315 claim 32. 


In 


considering claim 41, the claim 


is disclosed in '315 claim 33. 


In 


considering claims 42-44, each 


of these claims is disclosed in lines 1-4 of '315 


claim 24. 
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In considering claim 45, '315 claim 34 discloses a method for processing a 
command to a RATD through a first router, capable of communicating using a first 
protocol (i.e. "SCSI router," '315 claim 34, lines 1-2), in a network having a first host, 
capable of communicating using a second protocol different from the first protocol (i.e. 
"Fibre Channel network having a plurality of Fibre Channel hosts," '315 claim 34, lines 
3-4), the method comprising in the first ("SCSI") router: 

Receiving a command from the first host (step (a) of '315 claim 34); 

If the command requires a transfer of data larger than a threshold size, streaming 
the data from the RATD (step (c) of '315 claim 34); and 

If the command requires a data transfer smaller than the threshold size, storing 
the data in one or more memory buffers as they become available and forwarding the 
data to the first host (step (b) of '315 claim 34). 

Although '315 claim 34 contains additional limitations that do not appear in claim 
45 of the application (such as the use of a SCSI router, Fibre Channel, and a specific 
queuing method), it would have been obvious to a person having ordinary skill in the art 
to omit those extra limitations so that the claimed features could be used in a more 
universal, generic manner. 

In considering claim 46, steps (a) - (i) of the claim are all disclosed in respective 
steps (c)(1) - (c)(9) of '315 claim 34. Again, although '315 claim 34 contains additional 
limitations that do not appear in claim 46 of the application (such as SCSI and Fibre 
Channel), it would have been obvious to. a person having ordinary skill in the art to omit 
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those extra limitations so that the claimed features could be used in a more universal, 
generic manner. 

In considering claim 47, the claim is disclose in '315 claim 35. 

In considering claim 48, the claim is disclosed in '315 claim 36. 

In considering claim 49, the claim is disclosed in '315 claim 37. 

In considering claim 50, the claim is disclosed in '315 claim 38. 

In considering claim 51, the claim is disclosed in '315 claim 39. 

In considering claim 52, the claim is disclosed in '315 claim 40. 

In considering claim 53, the claim is disclosed in '315 claim 41. 

In considering claim 54, the claim is disclosed in '315 claim 42. 

In considering claim 55, the claim is disclosed in '315 claim 43. 

In considering claims 56-58, each of these claims is disclosed in lines 1-4 of '315 



The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 48 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 

for failing to particularly point out and distinctly claim the subject matter which applicant 

regards as the invention. 



claim 34. 



Claim Rejections - 35 USC §112 
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In considering claim 48, the phrase "the one or more memory buffers" on lines 1- 
2 of the claim lacks sufficient antecedent basis. It appears that the claim should depend 
from claim 46, which would provide sufficient antecedent basis. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1, 10-17, 24-31, 38-45, and 52-58 are rejected under 35 U.S.C. 103(a) as 

being unpatentable over Petersen et al. (U.S. Patent No. 5,732,094, hereinafter 

"Petersen"), in view of PR Newswire ("Seagate Software Certifies Exabyte Corporation's 

Fibre Channel Router and DLT Tape Library," from PR Newswire, Nov. 16, 1998, 

hereinafter "Seagate"). 

In considering claim 1, Peterson discloses a method for processing a command 
to a target device through a first interface (fig. 2, col. 1 , lines 1 1-35), comprising: 

Receiving a command from a first host (col. 1 , lines 1 1-35); 

If the command requires a transfer of data larger than a threshold size, streaming 
the data to the destination (col. 4, lines 59-61; col. 27, lines 51-64, wherein "streaming" 
means sending the data immediately); and 

If the command requires a transfer of data smaller than the threshold size, 
storing the data in one or more memory buffers as they become available and 
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forwarding the data to the destination (col. 5, lines 4-12; col. 27, lines 65-67, wherein 
the commands are stored in the buffers until they reach a threshold size, at which point 
they are forwarded). 

However, Petersen does not disclose that the interface connects a host that uses 
one protocol with a target (SATD) that uses a second protocol. Petersen instead 
discloses the claim features discussed above, of only streaming data once the data 
reaches a particular threshold. Petersen describes the use of such a method in a 
general network interface without focusing on the type of networks involved, or the type 
of commands made. Nonetheless, the use of a network interface to connect hosts 
using one protocol (i.e. Fibre Channel hosts) with targets using another protocol (SCSI 
targets) is well known as evidenced by Seagate. Seagate describes a Fibre Channel- 
to-SCSI router used to transmit commands to a storage device (which would process 
both read and write commands), wherein the targets use one protocol (SCSI) and the 
hosts use another protocol (Fibre Channel) (see U 4). Examiner takes official notice that 
sequential access target devices in a SCSI system are well known. Given this 
knowledge, a person having ordinary skill in the art would have readily recognized the 
desirability and advantages of using the data transmission scheme taught by Petersen 
in a Fibre Channel to SCSI Router connected to a SATD in order to further speed up the 
data transfers to and from the device, thereby greatly increasing the flexibility for host 
systems in composing and transmitting frames of data (see Peterson, col. 2, lines 47- 
52; Seagate, U 4). Therefore, it would have been obvious to a person having ordinary 
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skill in the art to include the data transfer method taught by Petersen in the Fibre 
Channel to SCSI Router taught by Seagate. 



In considering claim 17, Peterson discloses a method for processing a command 
to a target device through a first interface (fig. 2, col. 1 , lines 1 1-35), comprising: 

Receiving a command from a first host (col. 1, lines 1 1-35); 

If the command requires a transfer of data larger than a threshold size, streaming 
the data from the destination (col. 4, lines 59-61; col. 27, lines 51-64, wherein 
"streaming" means sending the data immediately); and 

If the command requires a transfer of data smaller than the threshold size, 
storing the data in one or more memory buffers as they become available and 
forwarding the data to the first host (col. 5, lines 4-12; col. 27, lines 65-67, wherein the 
commands are stored in the buffers until they reach a threshold size, at which point they 
are forwarded). 

However, Petersen does not disclose that the interface connects a host that uses 
one protocol with a target (SATD) that uses a second protocol. Petersen instead 
discloses the claim features discussed above, of only streaming data once the data 
reaches a particular threshold. Petersen describes the use of such a method in a 
general network interface, without focusing on the type of networks involved, or the 
specific commands made. Nonetheless, the use of a network interface to connect hosts 
using one protocol (i.e. Fibre Channel hosts) with targets using another protocol (SCSI 
targets) is well known as evidenced by Seagate. Seagate describes a Fibre Channel- 
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to-SCSI router used to transmit commands to a storage device (which would process 
both read and write commands), wherein the targets use one protocol (SCSI) and the 
hosts use another protocol (Fibre Channel) (see 1J 4). Examiner takes official notice that 
sequential access target devices in a SCSI system are well known. Given this 
knowledge, a person having ordinary skill in the art would have readily recognized the 
desirability and advantages of using the data transmission scheme taught by Petersen 
in a Fibre Channel to SCSI Router connected to a SATD in order to further speed up the 
data transfers to and from the device, thereby greatly increasing the flexibility for host 
systems in composing and transmitting frames of data (see Peterson, col. 2, lines 47- 
52; Seagate, U 4). Therefore, it would have been obvious to a person having ordinary 
skill in the art to include the data transfer method taught by Petersen in the Fibre 
Channel to SCSI Router taught by Seagate. 

In considering claim 31, Peterson discloses a method for processing a command 
to a target device through a first interface (fig. 2, col. 1 , lines 1 1-35), comprising: 

Receiving a command from a first host (col. 1 , lines 1 1-35); 

If the command requires a transfer of data larger than a threshold size, streaming 
the data to the destination (col. 4, lines 59-61; col. 27, lines 51-64, wherein "streaming" 
means sending the data immediately); and 

If the command requires a transfer of data smaller than the threshold size, 
storing the data in one or more memory buffers as they become available and 
forwarding the data to the destination (col. 5, lines 4-12; col. 27, lines 65-67, wherein 
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the commands are stored in the buffers until they reach a threshold size, at which point 
they are forwarded). 

However, Petersen does not disclose that the interface connects a host that uses 
one protocol with a target (RATD) that uses a second protocol. Petersen instead 
discloses the claim features discussed above, of only streaming data once the data 
reaches a particular threshold. Petersen describes the use of such a method in a 
general network interface, without focusing on the type of networks involved or the 
types of commands made. Nonetheless, the use of a network interface to connect 
hosts using one protocol (i.e. Fibre Channel hosts) with targets using another protocol 
(SCSI targets) is well known as evidenced by Seagate. Seagate describes a Fibre 
Channel-to-SCSI router used to transmit commands to a storage device (which would 
process both read and write commands), wherein the targets use one protocol (SCSI) 
and the hosts use another protocol (Fibre Channel) (see U 4). Examiner takes official 
notice that random access target devices in a SCSI system are well known. Given this 
knowledge, a person having ordinary skill in the art would have readily recognized the 
desirability and advantages of using the data transmission scheme taught by Petersen 
in a Fibre Channel to SCSI Router connected to a RATD in order to further speed up 
the data transfer to and from the device, thereby greatly increasing the flexibility for host 
systems in composing and transmitting frames of data (see Peterson, col. 2, lines 47- 
52; Seagate, H 4). Therefore, it would have been obvious to a person having ordinary 
skill in the art to include the data transfer method taught by Petersen in the Fibre 
Channel to SCSI Router taught by Seagate. 
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In considering claim 45, Peterson discloses a method for processing a command 
to a target device through a first interface (fig. 2, col. 1 , lines 1 1-35), comprising: 

Receiving a command from a first host (col. 1 , lines 1 1-35); 

If the command requires a transfer of data larger than a threshold size, streaming 
the data from the destination (col. 4, lines 59-61; col. 27, lines 51-64, wherein 
"streaming" means sending the data immediately); and 

If the command requires a transfer of data smaller than the threshold size, 
storing the data in one or more memory buffers as they become available and 
forwarding the data to the first host (col. 5, lines 4-12; col. 27, lines 65-67, wherein the 
commands are stored in the buffers until they reach a threshold size, at which point they 
are forwarded). 

However, Petersen does not disclose that the interface connects a host that uses 
one protocol with a target (RATD) that uses a second protocol. Petersen instead 
discloses the claim features discussed above, of only streaming data once the data 
reaches a particular threshold. Petersen describes the use of such a method in a 
general network interface, without focusing on the type of networks involved or the 
types of commands made. Nonetheless, the use of a network interface to connect 
hosts using one protocol (i.e. Fibre Channel hosts) with targets using another protocol 
(SCSI targets) is well known as evidenced by Seagate. Seagate describes a Fibre 
Channel-to-SCSI router used to transmit commands to a storage device (which would 
process both read and write commands), wherein the targets use one protocol (SCSI) 
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and the hosts use another protocol (Fibre Channel) (see U 4). Examiner takes official 
notice that random access target devices in a SCSI system are well known. Given this 
knowledge, a person having ordinary skill in the art would have readily recognized the 
desirability and advantages of using the data transmission scheme taught by Petersen 
in a Fibre Channel to SCSI Router connected to a RATD in order to further speed up 
the data transfer to and from the device, thereby greatly increasing the flexibility for host 
systems in composing and transmitting frames of data (see Peterson, col. 2, lines 47- 
52; Seagate, tf 4). Therefore, it would have been obvious to a person having ordinary 
skill in the art to include the data transfer method taught by Petersen in the Fibre 
Channel to SCSI Router taught by Seagate. 

In considering claims 10, 24, 38, and 52, Seagate further discloses that the 
commands are read and write commands (i.e. Seagate describes data transfers 
between a host and a data storage, which inherently includes read and write 
commands). 

In considering claims 1 1 , 25, 39, and 53, Petersen does not disclose that the 
network comprises a single host. Nonetheless, the number of hosts on a network is a 
mere matter of design choice. It would have been obvious to a person having ordinary 
skill in the art to implement a network with a single host in order to keep the network 
configuration as simple as possible. 
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In considering claims 12, 26, 40, and 54, neither Petersen nor Seagate explicitly 
disclose the use of a plurality of routers. Nonetheless, the number of routers on a 
network is a mere matter of design choice. It would have been obvious to a person 
having ordinary skill in the art to implement a network with a plurality of routers to avoid 
bottleneck problems. 

In considering claim 13, 27, 41, and 55, in a system with a plurality of routers 
used for routing information to a network device, each of those routers will necessarily 
be communicatively connected to the network device. 

In considering claims 14-16, 28-30, 42-44, and 56-58, as discussed above, 
Seagate discloses that the first protocol is a SCSI protocol, the second protocol is a 
Fibre Channel protocol, and the router is a Fibre Channel-to-SCSI router fl|4). 



4. Claims 2-9, 18-23, 32-37, and 46-51 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims, and if a terminal 
disclaimer is filed. 

The following is a statement of reasons for the indication of allowable subject 
matter: the prior art of record fails to disclose or render obvious all of the limitations of 
claims 2, 18, 32, and 46. 



Allowable Subject Matter 



* 
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Conclusion 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bradley Edelman whose telephone number is (703) 306- 
3041 . The examiner can normally be reached on Monday to Friday from 8:30 AM to 
5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glen Burgess can be reached on (703) 305-4792. The fax phone numbers 
for the organization where this application or proceeding is assigned are as follows: 

For all correspondences: (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 305- 
3900. 



BE 

October 6, 2003 




* SLENT0N B. BURGESS 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2100 



